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DETAILED ACTION 
Double Patenting 

1 . A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101 ) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

2. Claims 1-13 are provisionally rejected under 35 U.S.C. 101 as claiming the same 
invention as that of claims 7-19 of copending Application No. 10/589194. This is a 
provisional double patenting rejection since the conflicting claims have not in fact been 
patented. 

3. Claims 1 -1 3 are directed to the same invention as that of claims 7-1 9 of 
commonly assigned Application No. 10/589194. The issue of priority under 35 
U.S.C. 102(g) and possibly 35 U.S.C. 102(f) of this single invention must be resolved. 

Since the U.S. Patent and Trademark Office normally will not institute an 
interference between applications or a patent and an application of common ownership 
(see MPEP Chapter 2300), the assignee is required to state which entity is the prior 
inventor of the conflicting subject matter. A terminal disclaimer has no effect in this 
situation since the basis for refusing more than one patent is priority of invention under 
35 U.S.C. 102(f) or (g) and not an extension of monopoly. 
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Failure to comply with this requirement will result in a holding of abandonment of 
this application. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1-2, 6-9, and 12-13 are rejected under 35 U.S.C. 102(b) as being 
anticipated by US Patent No. 5,875,936 to Turbett etal. {Turbett). 

Turbett shows a pump comprising a main body (121 with 118) having a first 
surface (surface adjacent reference numeral 117 in Figure 4), an attachment body (133 
with 160) having first means for attachment to a bottle neck (142), means for 
attachment to a dip tube (126), an inlet valve (115), a second surface facing the first 
surface (underside of 1 18), a pumping chamber (114) defined by the two surfaces, and 
a discharge valve (1 22) at an outlet (1 27) of the pumping chamber. The first and 
second surfaces move relative to one another causing a pumping of liquid in the 
container (col. 5, II. 24-29). The pump further comprises a head (118) made from an 
elastomeric material (col. 6, line 33) with an external actuation surface (top of 118). The 
discharge valve includes a valve seat (ledge of 121 above reference number 122 in 
Figure 7) and a moving member (122) which forms a partition that is a flat surface 
(Figure 7). 
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Regarding claims 6-9, the second surface is convexly curved as a spherical cap 
(Figures 5 and 6), the first surface has a concavely curved portion towards the interior of 
the pumping chamber and is spherical (Figures 5 and 6) and also has an external rim 
that is convex towards the interior of the pumping chamber (portion of second surface 
beneath reference numeral 11 6 in Figure 4). The limit of the pumping stroke is the 
curved portion of the first surface as that is the first point of contact for the elastomeric 
second surface when actuated. 

Regarding claims 12-13, the pump further comprises a column (portion of head 
adjacent reference numeral 1 16 in Figure 4) proximate the discharge valve which has a 
height the contacts the second surface when it is in an extended position (Figure 4). 
6. Claims 1-2, and 14-19 are rejected under 35 U.S.C. 102(b) as being anticipated 
by US Patent No. 5,544,789 to Gillingham {Gillingham). 

Gillingham shows a pump comprising a main body (11) having a first surface 
(43), an attachment body (12) having first means for attachment to a bottle neck (col. 2, 
II. 35-38), means for attachment to a dip tube (33), an inlet valve (32), a second surface 
facing the first surface (underside of 19), a pumping chamber (22) defined by the two 
surfaces, and a discharge valve (27) at an outlet (17) of the pumping chamber. The first 
and second surfaces move relative to one another causing a pumping of liquid in the 
container (col. 3, II. 41-51). The attachment body can be relatively displaced between 
an open and closed position (Figures 1 and 3, respectively) and includes a projection 
(38) in the form of a tubular stem, which prevents the first and second surfaces from 
moving relative to one another. The pump further comprises a head (portion of main 
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body excluding sidewalls 13 and including bellows 21) made from an elastomeric 
material (col. 2, line 45) with an external actuation surface (top of 19). The discharge 
valve includes a valve seat (side of 18 towards discharge passage 16) and a moving 
member (27) which forms a partition that is a flat surface (Figure 5). 

Regarding claim 16, the projection is hermetically sealed against the second 
surface through annular projection 45 in the closed position (col. 3, II. 55-60). 

Regarding claim 17, the relative displacement of the attachment body to the main 
body is greater than the relative movement of the first surface to the second surface due 
to the added inherent vertical translation caused by the lockdown threading motion (col. 
3, II. 20-26). 

Regarding claims 18 and 19, the main body has a first annular lip (18) sealing at 
the outer wall of the projection through bellows (21) and a second annular lip (45) 
forming a seal with an annular partition (portion at top of 38 which extends inwardly 
towards ventilation holes 44) surrounding a ventilation hole (44). 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 
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1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

9. Claims 3-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gillingham in view of US Patent No. 3,162,334 to Miller. 

Gillingham shows all aspects of the applicant's invention as set forth in claim 1, 
but does disclose the movable member partition and the valve seat being cylindrical. 
However, Miller shows a pump that utilizes an annular and cylindrical dispensing 
passageway (66) for material to be dispensed after a discharge valve (34) but before 
exiting a spout (30). It would have been obvious to one having ordinary skill in the art at 
the time of the invention, under the teachings of Miller, to have made the dispensing 
passageway of Gillingham annular, thus incorporating the chamber between the wall 
adjacent 1 8 and 1 1 on the left side of Figure 4 as part of the dispensing passageway in 
order to achieve the desired dispensing characteristics. The resulting combination 
would yield a cylindrical valve seat and movable member, each which surround both 
surfaces of the pump main body. 

10. Claims 10 and 11 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Turbett in view of US Patent No. 6,286,697 B1 to Gasparini (Gasparini). 

Turbett shows all aspects of the applicant's invention as set forth in claim 1 , but 
does not disclose the valve seat having a rounded contact surface or the valve moving 
member having a tapered end. However, Gasparini shows a flap valve like that of 
Turbett in which the valve seat (44) is rounded and the moving member (19) is tapered 
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(Figure 4). It would have been obvious to one having ordinary skill in the art at the time 
of the invention, under the teachings of Gasparini, to have made the moving member of 
the valve of Turbett tapered and the surface to which it seats rounded in order to 
enhance the reliability of the seal of the valve (Gasparini, col. 2, II. 41-43). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to JONATHAN WOOD whose telephone number is (571)270-7422. The 
examiner can normally be reached on Monday through Friday, 7:30 AM to 5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kevin Shaver can be reached on (571 )272-4720. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/JKVW 

Examiner, Art Unit 3754 
/Kevin P. Shaver/ 

Supervisory Patent Examiner, Art Unit 3754 



